United States Patent and Trademark Office 




EPARTMENT OF COMMERCE 
t and Trademark Office 

.ONER FOR PATENTS 



Virginia 22313-1450 
gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/613,151 



07/03/2003 



7590 



03/17/2006 



HEWLETT-PACKARD COMPANY 
Intellectual Property Administration 
P.O. Box 272400 
Fort Collins, CO 80527-2400 



Patrick Goldsack 



B-5151 621070-0 



6797 



EXAMINER 



CHOJNACKI, MELLISSA M 



ART UNIT 



PAPER NUMBER 



2164 

DATE MAILED: 03/17/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



vJTTiCG MCiion ^urnrnafy 


Application No. 

10/613,151 


Applicant(s) 

GOLDSACK, PATRICK 


Examiner 

Mellissa M. Chojnacki 


Art Unit 

2164 





-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

Responsive to communication(s) filed on 03 July 2003 . 
2a)D This action is FINAL. 2b)E) This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3, 

Disposition of Claims 

4) H Claim(s) 1-28 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) M Claim(s) 1-28 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

1 2)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 




3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Specification 

1 . The abstract of the disclosure is objected to because it is unclear what 
"attribute/value" signifies. It is unclear whether the T in "attribute/value" means 
"and" or "or". Correction is required. See MPEP § 608.01(b). 

2. Applicant is reminded of the proper language and format for an abstract of 
the disclosure. 

The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 150 words. It is 
important that the abstract not exceed 150 words in length since the space 
provided for the abstract on the computer tape used by the printer is limited. The 
form and legal phraseology often used in patent claims, such as "means" and 
"said," should be avoided. The abstract should describe the disclosure 
sufficiently to assist readers in deciding whether there is a need for consulting the 
full patent text for details. 

The language should be clear and concise and should not repeat 
information given in the title. It should avoid using phrases which can be implied, 
such as, "The disclosure concerns," "The disclosure defined by this invention," 
"The disclosure describes," etc. 



Claim Rejections - 35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the same and shall set forth the best mode contemplated by the inventor of carrying 
out his invention. 



4. Claims 2-3 and 16-17 are rejected under 35 U.S.C. 112, first paragraph, 
as failing to comply with the written description requirement. The claim(s) 
contains subject matter which was not described in the specification in such a 
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way as to reasonably convey to one skilled in the relevant art that the inventor(s), 
at the time the application was filed, had possession of the claimed invention. 
Claims 2 and 16 discloses "without use of items", which fails to comply with the 
written description requirement. Any negative limitation or exclusionary proviso 
must have basis in the original disclosure. If alternative elements are positively 
recited in the specification, they may be explicitly excluded in the claims. See In 
re Johnson, 558 F.2d 1008, 1019, 194 USPQ 187, 196 (CCPA 1977) ( M [the] 
specification, having described the whole, necessarily described the part 
remaining. M ). See also Ex parte Grasselli, 231 USPQ 393 (Bd. App. 1983), aff 'd 
mem., 738 F.2d 453 (Fed. Cir. 1984). The mere absence of a positive recitation 
is not basis for an exclusion. 

Claims 3 and 17 are rejected under 35 U.S.C. 112, first paragraph 
because they are dependent upon reject independent claims 2 and 16. 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 1-28 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Claims 1, 14, 15 and 27 discloses "attribute/value", which renders the 
claim vague and indefinite, because it is unclear as to what "attribute/value" 
signifies in the claim. 
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Claims 2-13, 16-26 and 28 are rejected under 35 U.S.C. 112, second 
paragraph because they are dependent upon reject independent claims 1, 14, 15 
and 27. 

Claims 2-3 and 16-17 disclose "de-referencing" and "so far as possible" 
which renders the claim vague and indefinite, because it is unclear as to what 
"de-referencing" and "so far as possible" signifies in the claim. 

Claims 3 and 17 are rejected under 35 U.S.C. 1 12, second paragraph 
because they are dependent upon reject independent claims 2 and 16. 

Claim Rejections - 35 USC § 101 

7. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

Claims 1-28 are rejected under 35 U.S.C. 101 because claim 1, 14, 15 
and 27 do not disclose a tangible medium. Apart from the utility requirement of 
35 U.S.C. 101, usefulness under the patent eligibility standard requires 
significant functionality to be present to satisfy the useful result aspect of the 
practical application requirement. See Arrhythmia, 958 F.2d at 1057, 22 USPQ2d 
at 1036. Merely claiming nonfunctional descriptive material stored in a computer- 
readable medium does not make the invention eligible for patenting. For 
example, a claim directed to a word processing file stored on a disk may satisfy 
the utility requirement of 35 U.S.C. 101 since the information stored may have 
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some "real world" value. However, the mere fact that the claim may satisfy the 
utility requirement of 35 U.S.C. 101 does not mean that a useful result is 
achieved under the practical application requirement. The claimed invention as a 
whole must produce a "useful, concrete and tangible" result to have a practical 
application. 

Conclusion 

8. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Mellissa M. Chojnacki whose telephone 
number is (571) 272-4076. The examiner can normally be reached on 9:00am- 
5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Charles Rones can be reached on (571) 272-4085. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 
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